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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^| Responsive to communication(s) filed on 28 October 2008 . 
2a )£3 This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 62, 65, 68-70, 73, 75-77, 81,84, 86-90 and 92-95 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 62. 65. 68-70. 73. 75-77. 81.84. 86-90 and 92-95 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . This action is responsive to the paper(s) filed 1 0/28/2008. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 92-95 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gabbard et al (US6205432). 

4. It is important to note that claim 92 (unlike the other independent claims) does 
not make a distinction between communication data and any recipient data. The 
communication data can be taken to include the recipient data. As such, Gabbard et 
al's use of recipient data (as explained below) can be fairly described as choosing an 
advertisement according to the received communication data. 

5. Regarding claim 92, Gabbard et al teaches a system whereby advertising is 
selectively inserted into (Internet, i.e. WAN) emails sent by senders to recipients 
[abstract]. Gabbard et al teaches that the emails may be sent using "web mail" and that 
the ads are inserted before being delivered to the identified recipients [col 2: lines 19- 
23, 4:33, 10:8]. This arrangement of web mail is taken to provide the web server 



Application/Control Number: 09/755,541 Page 3 

Art Unit: 3622 

including an advertising application that permits communication data to be submitted 
that includes the message and the recipient email address. Gabbard et al teaches that 
the ads may be automatically selected and inserted according to user demographics 
[abstract] which provides a teaching that there are a plurality of stored ads to choose 
from. Gabbard et al teaches that an implementation of the invention may include a 
web-based "free" email service [10:8] which is taken to provide compensation to the 
users of the free email service, whether they be senders benefiting from the advertising 
subsidization or receivers benefiting from the advertising subsidization, especially where 
both sender and receiver have registered as part of the free web-based email service. 

6. Regarding claim 93, the sender of Gabbard et al is able to specify his recipient 
and the message content. Gabbard et al's selection of particular ads targeted to the 
recipient and/or the message content as disclosed therefore can be taken to provide the 
feature of allowing the sender to specify ad-type data that is used to select the 
advertisement. Further, providing the user profile data (such as demographic 
information) by the user to the system is taken to address the limitation of providing 
advertisement-type data, as this profile information is the basis for the type of ad 
selected according to that user-provided information. 

7. Regarding claims 94, 95, targeting to the user or user profile for the identified 
recipient user is taken to be targeting according to the subject matter of the recipient 
data. Because recipient data is part of the communication data, Gabbard et al can be 
described as targeting the ad according to the subject matter or content of the 
communication data. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 62, 65, 68-70, 73, 75-77, 81, 84, 86-90 and 92-95 (alternatively) are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Gabbard et al 
(US6205432) as above and further in view of Roth et al (US6285987). 

10. Regarding claims 62, 65, 68, 75, 81, 87, 89, 90, 92, 94, 95, Gabbard et al 
teaches advertising to be targeted (selected) according to user demographics or 
commitments to advertisers. Gabbard et al contemplates that "other criteria can be 
used without departing from the spirit of the invention" in order to accomplish the 
targeted advertising, But Gabbard et al fails to explicitly teach targeting advertising 
according to the subject matter or content of the email message/body itself. Roth et al 
also teaches advertising that is automatically inserted according to advertisers targeting 
criteria when an advertising opportunity (view-op) presents itself. While Roth et al 
teaches advertising to appear on web pages, he nonetheless teaches that the ad 
chosen to be shown on that webpage can be targeted according to several factors 
including both the demographics of the user or the keywords of the content being read 
by that user [abstract, 2:14-17, 10:62, 14:24-25]. Given the motivation provided by 
Gabbard et al to seek other known advertising targeting criteria, it would have been 
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obvious to one of ordinary skill at the time of the invention to have used the keywords 
(i.e. subject matter, content) in Gabbard et al's email messages so that the advertising 
can be more relevant to the current view-op, thus providing more effective advertising. 
It is further noted that Gabbard et al's emails can be represented by web pages where 
the emails are provided as part of a "web mail" application. 

1 1 . Regarding claims 69, 76, 77, Gabbard et al teaches that an implementation of 
the invention may include a web-based "free" email service [10:8] which is taken to 
provide compensation to the users of the free email service, whether they be senders 
benefiting from the advertising subsidization or receivers benefiting from the advertising 
subsidization, especially where both sender and receiver have registered as part of the 
free web-based email service. 

12. Regarding claims 70, 73, Gabbard et al does not explicitly state that the 
advertisement can be clicked, however Official Notice is taken that Internet ads are well 
known to include a link to further information about the advertised product and it would 
have been obvious to one of ordinary skill at the time of the invention to have enabled 
the ability for an interested user to request and receive more information about an 
advertised product. It would have been obvious to one of ordinary skill at the time of the 
invention to have hosted the ad content and/or the additional ad content on any server 
that can be accessed via the Internet as a mere design choice. Doing so provides a 
step receiving the additional ad data at the particular server before sending it to the 
requesting user. 
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13. Regarding claims 84, 86, inserting an advertisement into the emails of Gabbard 
et al is taken to inherently provide creating a copy or "instance" of the advertising object 
from the ad server into the email itself. 

14. Regarding claims 88, 93, the sender of Gabbard et al is able to specify his 
recipient and the message content. Gabbard et al's selection of particular ads targeted 
to the recipient and/or the message content therefore can be taken to provide the 
feature of allowing the sender to specify ad-type data that is used to select the 
advertisement. Further, providing the user profile data (such as demographic 
information) by the user to the system is taken to address the limitation of providing 
advertisement-type data, as this profile information is the basis for the type of ad 
selected according to that user-provided information. 

Conclusion 

15. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Monday-Fridays; off alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeffrey D. Carlson/ Jeffrey D. Carlson 

Primary Examiner, Art Unit 3622 Primary Examiner 
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